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DETAILED ACTION 

1 . Claims 1-4 are pending as filed on 28 January 2005. 

Information Disclosure Statement 

2. The information disclosure statement submitted on 28 January 2005 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the examiner has 
considered the information disclosure statement. 

Claim Objections 

3. Claims 1-4 are objected to because of the following informalities: Claim 1 
recites, "1 .5 to 5 wt% spiropyran compound defined by Formula I and spirooxazine 
compound defined by Formula II" and should recite, "1 .5 to 5 wt% of a spiropyran 
compound defined by Formula I and a_spirooxazine compound defined by Formula II". 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 USC 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-4 are rejected under 35 USC 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Regarding claim 1, the inclusion of a term within parentheses renders the claim 
indefinite because it is unclear whether the included term is part of the claimed 
invention. Claims 2-4 depend from claim 1 . 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 USC 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 US 1 , 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness 
under 35 USC 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 1-4 are rejected under 35 USC § 103(a) as being unpatentable over 

International Patent Application Publication WO 01/77723 (Nishizawa hereinafter) in 

view of US Patent 5,241,075 (Hibino hereinafter), applicant's admission and US Patent 

4,636,561 (Hosoda hereinafter). US Patent 6,986,946 is an English language 

equivalent to Nishizawa and all references herein are taken therefrom. 

Nishizawa teaches a coating composition and a plastic lens comprising said 

coating composition (Column 1 Lines 10-22) wherein the composition comprises 0.2 to 
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5 percent of a photochromic dye (Column 5 Lines 38-45), an acryl polyol curing agent 
(Column 3 Lines 28-40), a polymer and a solvent — preferably the instantly claimed 
toluene such that the polymer concentration is 40 to 90 weight percent and the other, 
non-solvent components are a total of 0.3 to 10 percent— which means the 
concentration of toluene is between 0 and 59.7 percent (Column 5 Line 38 - Column 5 
Line 10) —and further teaches a method of making a photochromic lens comprising 
applying said coating composition to one surface of a laminate and heat curing at 20 to 
50°C (Column 5 Lines 58-60). 

Regarding the instant limitation 60 to 65 weight percent toluene, It has been held 
that when the difference between a claimed invention and the prior art is the range or 
value of a particular variable, then a prima facie rejection is properly established when 
the difference in the range or value is minor— for which 0.3 to 5.3 weight percent, or 0.5 
to 8.1 5 percent of the total range of weight percent toluene would qualify (Titanium 
Metals Corp. of Am. v. Banner, 778 F.2d 775, 783, 227 USPQ 773, 779 (Fed. Cir. 
1985)) and generally, differences in ranges will not support the patentability of subject 
matter encompassed by the prior art unless there is evidence indicating such ranges is 
critical (In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980), In re Alter, 220 F.2d 
454, 456, 105 USPQ 233, 235 (CCPA 1955) and In re Hoeschele, 406 F.2d 1403, 160 
USPQ 809 (CCPA 1969)). 

Nishizawa does not disclose expressly the use of a photochromic spiropyran 
compound as described by Formula I. 
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Hibino discloses a photochromic spiropyran compound of the structure 




°2 N , which reads on the claimed 

spiropyran compound of Formula I when R is an alkyl group having from 1 to 30 carbon 
atoms (Column 1 Line 45 - Column 2 Line 2). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to include the spiropyran compound of Hibino in the lens and composition 
of Nishizawa. The motivation to do so would have been to have sensitivity in a longer 
wavelength range than other photochromic spiropyran compounds. Further, applicant 
admits that the spiropyran compound of Formula I is a well-known photovariable 
compound in the art (Instant Specification Page 5 Lines 1-8). 

Nishizawa does not disclose expressly the use of a photochromic spirooxazine 
compound as described by Formula II. 

Hosoda discloses a photochromic spirooxazine compound of the structure 




, which reads on the claimed 
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spirooxazine compound of Formula II when R is a straight chain alkyl group having 1 to 
30 carbon atoms; is a hydroxyl group; X 2 is a hydrogen atom; X 3 and >Q are each a 
hydrogen atom, an alkyl group having from 1 to 3 carbon atoms, an alkoxy group having 
from 1 to 3 carbon atoms, a halogen atom, a nitro group or a cyano group and R4 of the 
instant Formula II is a hydrogen atom (Abstract and Column 1 Line 40 - Column 2 Line 
2). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to include the photochromic spirooxazine compound of Hosoda in the 
composition and lens of Nishizawa. The motivation to do so would have been the 
compound's excellent color developability (Abstract and Column 1 Lines 43-49). 

None of Nishizawa, Hibino or Hosoda discloses expressly the use of a 
combination of the spiropyran compound of Formula I and the spirooxazine compound 
of Formula II. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use a combination of the spiropyran compound of Formula I and the 
spirooxazine compound of Formula II since it has been held that it is prima facie 
obviousness to combine two components each of which is taught by the prior art to be 
useful for the same purpose, in order to forma third composition to be used for the same 
purpose. In Re Kerkhoven, 205 USPQ 1069, 1072 (CCPA 1980); and Ex Parte 
Quadranti, 25 USPQ2nd 1071 (Bd. Pat. App. & Inter. 1992). 
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Conclusion 

6. Regarding US Patent 5,166,345 (Akashi hereinafter), cited as an X-reference on 
the International Search Report for PCT/KR02/02251, from which the instant application 
is a national stage entry application under 35 USC §371 : 

Akashi fails to teach a spiropyran compound as defined by Formula I, and the 
spirooxazine compound disclosed fails to meet the definition of Formula II in that 
Akashi's spirooxazine fails to have the hydroxy, glycidoxy, amine or dichlorotrioxazinoxy 
group described as 'X' in Formula II of the instant claims and further Akashi's 
spirooxazine is required to have a polymerizable group or groups not defined in the 
instantly claimed Formula II. Akashi still further fails to teach the combined 
photochromic compounds of Formulas I and II in a coating composition further 
comprising toluene and an acryl-based binder and the proportions of each as instantly 
claimed. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy J. Kugel whose telephone number is (571 ) 272- 
1460. The examiner can normally be reached 6:00 AM - 4:30 PM Monday - Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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8. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Timothy J. Kugel/ 

Patent Examiner, Art Unit 1712 



